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M chael S. Sherrill of Sherrill Law Ofices for BTIO
Educati onal Products, Inc., by change of nane from Baby
Think It Over, Inc.

Fl orenti na Bl andu, Trademark Exam ning Attorney, Law Ofice
112 (Janice O Lear, Managi ng Attorney).

Before Sinmms, Chapnman and Rogers, Adm nistrative Tradenmark
Judges.

Opi ni on by Chapman, Adm nistrative Tradenark Judge:
Applicant filed, on May 17, 1999, an application to
regi ster the mark SOVE DECI SI ONS LAST A LI FETIME on the
Princi pal Register for “educational dolls and printed
instructional materials for use with the dolls, all sold as

aunit” in International Class 28. Applicant bases its

! Applicant’s change of nane was recorded with the Assignnent
Branch of this Ofice in January 2001 at Reel 2219, Frane 0195.
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application on Section 1(a) of the Trademark Act, claim ng
a date of first use in comerce of August 14, 1996.°2

Regi stration has been finally refused in the
application because applicant has failed to submt
speci nens acceptable to the Exam ning Attorney.
Specifically, the Exam ning Attorney asserts that the
speci nens submtted by applicant do not show use of the
mark on or in connection with the identified goods as
required by Trademark Rule 2.56.°

Appl i cant has appeal ed, and briefs have been fil ed.
Applicant did not request an oral hearing.

The speci nmens subnmitted by applicant are photocopies
of the front page and the back page of applicant’s February

1999 catal og, the mark SOVE DECI SI ONS LAST A LI FETI ME

2 The application also included services, specifically,

“providing information in the fields of infant care sinulation
progranms and pregnancy deterrence by means of a gl obal conputer
network” in International Cass 42. Registration was initially
refused for both classes based on the Exam ning Attorney’s

requi renent for acceptabl e speci nens. However, the Exam ning
Attorney withdrew the refusal as to the International Cass 42
services. Applicant then filed a request to divide out that
class and Serial No. 75/980,029 was created for Internationa
Cass 42. (Serial No. 75/980,029 was published for opposition on
March 27, 2001.)

®1n her brief on the case the Examining Attorney cited Trademark
Rule 2.58 and TMEP 81301. 04, both of which refer to speci nens of
use for service marks. Mreover, Trademark Rule 2.58 was renoved
and reserved by Final Rule notice appearing in the Septenber 28,
1999 Oficial Gazette, with an effective date of Cctober 30,

1999. The relevant provision of the Trademark Rul es of Practice
is found in Trademark Rule 2.56. (The Exam ning Attorney had
cited Trademark Rule 2.56 and TMEP 8905 in the first Ofice
action.)
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appears on the back page. A photocopy of applicant’s

speci nen i s reproduced below (in reduced form:

Applicant has not submtted any substitute specinens.

However, with its brief on appeal, applicant submtted
a photocopy of its entire February 1999 catal og, stating
that it was “to provide conplete information in this case”
and “to assist the Board' s understanding of the case.”

(Brief, p. 4). The Exam ning Attorney objected to the
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addi ti onal evidence subnmitted with applicant’s brief, and
she requested that the evidence be excl uded.

The record in an application should be conplete prior
to the filing of an appeal, and additional evidence filed
after appeal will be given no consideration by the Board.
See Trademark Rule 2.142(d), and TBMP 81207.01. I nasnuch
as the additional material was filed after the appeal, and
t he Exam ning Attorney objected thereto, applicant’s
addi ti onal evidence is untinely pursuant to Trademark Rul e
2.142(d). Accordingly, the catalog (other than the front
and back pages which were previously made of record)
attached to applicant’s appeal brief does not form part of
the record on appeal and has not been considered i n nmaking
our decision.*?

Turning to the nerits of the appeal, the sole issue
before us is whether the specinens submitted with the
application are acceptabl e speci nens of use of the mark
SOME DECI SI ONS LAST A LI FETIME for the goods set forth in
t he application.

The di ssent disagrees with our statenent of the issue

on appeal, and construes the issue as whether applicant’s

* To the extent applicant’s purpose in filing the conplete
catalog was to prove that its specinen truly is the back cover of
its catal og, the subm ssion was not necessary, as the Exam ning
Attorney has not disputed this point.
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sl ogan functions as, or would be perceived as, a nark, not
whet her the speci nens are acceptabl e proof of trademark
use. W note, however, that the Exam ning Attorney and
appl i cant di scuss sufficiency of specinen cases at |ength,
not cases dealing with the question whether a slogan woul d
be perceived as a mark. Moreover, we note that the
Exam ning Attorney accepted the specinens in the file for
applicant’s services but refused those for applicant’s
goods. |If, as the dissent argues, the Exam ning Attorney’s
position is that applicant’s slogan does not function as a
mar k, the specinens for the services woul d not have been
accepted, for they present the slogan in a virtually
identical display as the specinens for the goods. The
di ssent urges that we presune a certain correctness of
Exam ni ng Attorney decision-making. |In fact, we do exactly
that by considering only the basis for refusal the
Exani ni ng Attorney has chosen to articul ate.”

Appl i cant contends that pursuant to the case of Lands’
End Inc. v. Manbeck, 797 F. Supp. 511, 24 USPQ@d 1314 (E.D.
Va. 1992), and TMEP 8905.06(a), the Exam ning Attorney

shoul d accept as a proper specinmen any catalog (a display

> Li kewi se, we have acknow edged the correctness of the Exam ning
Attorney’ s argunent for exclusion of applicant’s catalog as the
subj ect of an untinely proffer. The dissent, wi thout pointing to
any error in the Exam ning Attorney’s position, nonethel ess
freely considers this untinely evidence.
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associated with the goods), provided that it includes (i) a
picture of the goods, (ii) the mark sufficiently near the
pi cture of the goods to associate the mark with the goods,
and (iii) information necessary to order the goods.
Applicant concludes that applying this criteria, the back
page of its catalog is an acceptabl e speci nen.

Wil e agreeing with applicant’s statenent of the |aw

in the Lands’ End case, the Exami ning Attorney disagrees

that applicant’s speci nens neet those requirenents.
Specifically, the Exam ning Attorney contends that
applicant’s use of its mark “appears to be a sl ogan that
the applicant is using in advertisenents and not as wording
to identify the goods in question (the doll)” (Final Ofice
action, p. 2); that the specimen does not clearly indicate
that applicant offers dolls for sale under the mark SQOVE
DECI SI ONS LAST A LI FETIME, but rather the manner of use of
the applied-for mark is that “of a slogan and the dol
appears as a visual aid intended to give greater weight to
the slogan in question” (brief, p. 4); that there is nuch
ver bi age appearing on the page, all of it in close
proximty to the sl ogan SOVE DECI SI ONS LAST A LI FETI ME; and
that consunmers will not perceive the wordi ng SOVE DECI SI ONS
LAST A LI FETI ME as a source indicator for dolls. Further,

whil e the specinens include a tel ephone nunber for ordering
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t he goods, the Exam ning Attorney finds the |ack of
information on the cost of the doll® or the page number
where specific information on the pictured goods coul d be
found inside the catal og unacceptable. In conclusion, the
Exam ning Attorney finds this situation nore anal ogous to
the case of In re MediaShare Corp., 43 USPQd 1304 (TTAB
1997) (wherein asserted “fact sheet” brochures or “catal og
pages” were found to be nere advertising and unaccept abl e
speci nens).

We enphasi ze that, despite references in the file
whi ch m ght suggest otherw se, the Exam ning Attorney has
not refused registration on the basis that the applied-for
mark fails to function as a trademark under the Trademark
Act.’ Rather, the sole issue before us on appeal is whether
t he specinens submitted with the application are acceptabl e

under the Court’s decision in Lands’ End interpreting the

Trademark Act, as applicant contends, or are unacceptable

advertising as in the Board s decision in the Medi aShare

case. Cf., for exanple, In re \Wal ker -Hone Petrol eum Inc.,

229 USPQ 773 (TTAB 1985).

®1n fact, the specinen clearly indicates that at |east one nodel
of applicant’s dolls is available at a “special” price of $199.
It is unclear whether the pictured nodel is the particul ar node
available at this price.

" Thus, we do not wonder, as does the dissent, about whether
applicant’s sl ogan, or other slogans, could properly be refused
registration as failing to function as marks.
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Section 1 of the Trademark Act, as well as Trademark

Rule 2.56, require that prior to registration applicant
submt a specinen showing the mark as used on or in
connection with the goods in commerce. Tradenmark Rul e
2.56(a) reads as follows:

An application under section 1(a) of

the Act, an anendnent to all ege use

under 82.76, and a statenent of use

under 82.88 nust each include one

speci men showi ng the mark as used on or

in connection with the goods, or in the

sal e of advertising of the services in

comer ce.

Fol l owi ng the 1992 decision of the United States

District Court for the Eastern District of Virginia in the

Lands’ End case, supra, the USPTO revised the section of

t he Trademar k Manual of Exam ning Procedure (TMEP) dealing
wi th catal ogs as specinens. TMEP 8905.06(a) reads, in
rel evant part, as follows:®

I n accordance with this [the Lands’
End] deci sion, exam ning attorneys
shoul d accept any catal og or simlar
speci nen as a display associated with
t he goods, provided that (1) it
includes a picture of the rel evant
goods, (2) it includes the nmark
sufficiently near the picture of the
goods to associate the mark with the
goods, and (3) it includes information

8 The Court specifically stated “[t]he question for determi nation
here is whether Lands’ End’'s use of the term®'KETCH in the
manner described above in its retail catalog constitutes a use of
‘di spl ays associated” with the goods satisfying the use in
conmerce provision in 15 U S.C. 81127,” and the Court found that
it did.
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necessary to order the goods. Any form
of advertising which satisfies these
criteria should be construed as a

di spl ay associated with the goods.

We agree with applicant that the |ast page fromits
catal og showi ng the mark SOVE DECI SI ONS LAST A LI FETI ME
nmeets the criteria set forth above. The specinen clearly
pictures a doll being held by a teenage boy. W believe

t he purchasing public would certainly notice the doll, and

there is no requirenment in the Lands’ End case or the TMEP

that the specinmen nust picture every separate doll offered
for sale. That is, even if applicant offers severa
different types or nodels of dolls, each separate one need
not be pictured in order for the specinen to be an
acceptabl e di splay associated with the goods.°

The mark appears sufficiently near the pictured dol
to associate the mark with the goods. The Exam ni ng
Attorney acknow edges in her brief (p. 4) that the
speci mens woul d be acceptable if the question were the
proximty of the marks BABY THI NK | T OVER and/ or GENERATI ON

4 for dolls. The applied for mark SOVE DECI SI ONS LAST A

° W do not, as the dissent inplies, countenance registration
under Lands’ End of a mark for wi dely varying goods appearing
anywhere in a catalog. Rather, we sinply acknow edge that an
itemin a catalog may be available in different colors or sizes
or with slight variations not significant enough to utilize a
phot ogr aph of every variation, when these differences can be
noted in the catal og’s description of the goods.
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LI FETI ME appears in very large type on the left side of the
page approxi mately one inch fromthe doll’s head, whereas,
GENERATI ON 4 appears in smaller type approximtely 2 inches
fromthe doll’s head. Applicant has achi eved sufficient
proximty of the mark and the picture of the goods for the
purchasing public to associate the mark with the goods.

The specinen clearly includes a tel ephone nunber for
ordering applicant’s products. The Exam ning Attorney’s
concern that the specinen sets forth the cost of only one
nodel of the doll, and does not set forth the page nunber
i nside the catal og where the specific nodels and associ at ed
price information may be found is sinply not required by

the Tradenmark Act or the Lands’ End case.

We readily acknow edge that the facts of this case are

not precisely the sane as those in the Lands’ End case.

For exanple, in the Court case, the catal og displayed
several different goods per page, each with a picture and a
description of the item whereas in the case now before us,
applicant’s mark is depicted on the back page with only one
featured item for sale appearing on the sane page.

However, as explained earlier herein, the only refusa
before this Board is based on the requirenent for
accept abl e speci mens, not an assertion that the applied-for

mark fails to function as a tradenmark, as used on the

10
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specinen. |f our decision is an extension of the Lands’
End decision at all, it is not a dramatic extension, but
rather is a slight extension which is clearly in keeping

with the spirit of the Lands’ End case, and the policy

stated in the TMEP regardi ng catal og pages as speci nens for
goods. See In re Hydron Technol ogies Inc., 51 USPQ2d 1531
(TTAB 1999).

The Medi aShare case, where applicant’s goods were

identified as “conputer software for publishing informtion
on a conputer network and instructional manual s therefor,
sold together as a unit,” and the specinens were held to be
nmere advertising material is distinguishable fromthe case
now before us. For exanple, in that case applicant’s “fact
sheet” showed t hree conputer screen displays, yet the Board
found none of these “appears to constitute or include a

pi cture of applicant’s ‘PB. WEB' conputer software, whether

in use or otherwi se.” MediaShare, supra at 1306. Thus,

the specinmens in that case failed to neet the second

requi rement of the Lands’ End case.

To the extent we have any doubt on the question of
whet her applicant’s use of the mark SOVE DECI SI ONS LAST A
LI FETI ME on the back page of its catal og constitutes an
acceptabl e di splay associated with the goods, we resolve

t hat doubt in favor of applicant.

11
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Decision: The refusal to register based on a

requi rement for acceptable specinens is reversed.

*kkk*

Si s, Admi nistrative Trademark Judge, dissenting:

Because | agree with the Exam ning Attorney that
appl i cant has not denonstrated tradenmark use of the sl ogan
sought to be registered and that custonmers will not view
applicant’s slogan as a neans of identifying and
di stinguishing the source of applicant’s dolls, | would
affirmthe requirenment for specimens which show use of the
asserted mark as a trademark.

A copy of the | ast page of applicant’s nail-order
catalog is reproduced on page 3 of the majority’s opinion.
For illustrative purposes, other pages, beginning with the
front page of applicant’s catalog, are reproduced (in

reduced form bel ow

12
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| believe the Lands’ End case cited by the npjority is
di stingui shable. 1In that case, the obvious trademark KETCH
appeared with a picture of a purse along with a description
of the goods. The court concluded the consunmers can
associ ate the product with the mark in applicant’s mail -
order catal og, and that the catal og could be considered a
di spl ay associated with the goods. The mark KETCH and the
description of the goods, the court noted, also
di stingui shed that product shown in the catal og fromothers
shown in the catal og. That case should not be read as
hol ding that any word or slogan prominently used with a
pi cture of the goods and ordering information is acceptable
trademark use such that the catal og al ways acts as a
di spl ay associated with those goods. Lands’ End shoul d not
be nechanistically applied to permt registration as a mark
of such an informational slogan nmerely because such sl ogan
is prominently displayed next to a picture of the goods
with ordering information.

Wil e the Exam ning Attorney acknow edges t hat
cat al ogs used as di splays associated with the goods nay be
accept abl e speci nens showi ng trademark use, in this case
the Exam ning Attorney has refused registration because the
speci nens of record do not show use of the asserted mark in

connection with applicant’s educational dolls. It is the

14
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Exam ning Attorney’s position that the manner in which the
speci mens show the asserted mark to be used is sinply as a
sl ogan used in pronoting applicant’s goods and not as a
trademark for applicant’s dolls. In other words, the
gquestion here is not whether these specinens would be
acceptable if applicant were using a mark to identify and
di stinguish its goods fromthose of others. The Exam ning
Attorney does not contend that applicant’s nail -order
cat al ogs woul d be unacceptable if applicant were in fact
using a mark to identify and distinguish its goods, as in
the Lands’ End case. The nmmjority parses the Exam ning
Attorney’s refusal here to state that the Exam ning
Attorney is not arguing that the slogan presented for

regi strati on does not function as a mark. However, |
believe that is precisely what the Exam ning Attorney is
saying. The Exami ning Attorney states that the asserted
mark is nmerely a slogan that applicant is using inits
catalog and is not wording which identifies and

di stingui shes applicant’s dolls. See Final Refusal, 2.
The Exam ning Attorney contends, in ny view correctly, that
consuners will not perceive the slogan as a trademark for
applicant’s dolls. It is difficult for ne to believe that
consuners woul d perceive the informational or pronotional

phrase “Sone decisions last a lifetine” on the |ast page of

15
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applicant’s mail-order catalog as a tradenmark identifying
and di stinguishing applicant’s dolls, especially in view of
the use of applicant’s obvious trademark BABY THI NK I T OVER
and its trade nanme on the same page. Cf., for exanple,
Hoover Co. v. Royal Appliance My. Co., _ F.3d __ , 57
UsP2d 1720 (Fed. Cir. 2001)(slogan used in close proximty
to party’s principal trademark not likely to be perceived
as a trademark). One wonders if the majority would reach
the sanme decision it does here if, instead of the asserted
mar k SOVE DECI SI ONS LAST A LI FETI ME, applicant instead were
using simply the statenent “ORDER THI S DOLL TODAY.”

Under the guise of the Lands’ End case, the ngjority
here sanctions the registration of a slogan which is not
used as a trademark. Applicant’s slogan is not obviously a
trademark but is nore in the nature of an informational or
advertising phrase. Wile shown in relatively close
proximty to one of applicant’s dolls, this slogan is on
the | ast page of applicant’s nmil-order catal og and is,
significantly, used nowhere else in the catalog. In
additi on, as shown above, other slogans of a simlar nature
are used on other pages in the catalog. Therefore, | agree

with the Exam ning Attorney that consunmers woul d not

16
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per cei ve the sl ogan shown on only one page of applicant’s
catal og as a mark for the doll pictured on that page.®°
Finally, the majority, citing no authority, states
that on the issue of acceptable specinens, doubt should be
resolved in favor of applicant. It is to be noted that the
court in the Lands’ End case indicated that the issue of
whet her di spl ays associated with the goods are acceptable
as trademark use is a factual question. Were questions of
fact have been presented, the Board has on occasion
entertai ned a presunption of correctness of an Exam ni ng
Attorney’s judgnment. See, for exanple, In re Tilcon
Warren, Inc., 221 USPQ 86 (TTAB 1984) (whet her natter
presented for registration functioned as a mark was a
guestion of fact concerning which the judgnent of the
Exam ning Attorney is entitled to a presunption of
correctness); and In re Keyes Fiber Conpany, 217 USPQ 730,

734 (TTAB 1983) (where the asserted mark consisted of

1 Wthout authority, the majority states that applicant’s

speci nens need not picture every doll offered for sale under its
asserted mark. Aside fromthe fact that this issue does not
appear to be raised by the argunents of the attorneys, this
statenment woul d appear to be at odds with Lands’ End, which held
that the catal og presented a display associated with the goods by
the use of the mark KETCH next to a picture and the description
of the goods. The court did not state or inply that this mark
functioned as a trademark for other goods not pictured near the
mark. In fact, the clear inplication is to the contrary, the
court stating that the mark KETCH hel ped di stingui sh the product
next to which it was pictured from ot hers.

17
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subj ect matter not ordinarily perceived as a trademark, the
Exam ning Attorney’ s evaluation that it was not entitled to
regi stration was a presunption which had to be overcone by
per suasi ve evidence to the contrary) and cases cited
t herei n.

We shoul d only register slogans that performthe
function of a mark, and not pretend that other
i nformational or pronotional slogans function as nmarks when
they are used promnently with the goods with which they
are sought to be registered. | would affirmthe refusal
t hat the speci nens do not show use of the slogan as a mark

for dolls.
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